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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on June 16, 2009 has been entered. 

Status of the Claims 

Claims 1-2, 5-9, and 74-94 are pending. Claims 1-2, 5-8, and 74-77 have been amended. 
Claims 3-4 and 72-73 have been cancelled. Claims 79-94 are new. 

Status of Previous Rejections 

The 35 U.S. C. 103(a) rejection of claim(s) 1-9 and 72-78 as being unpatentable over Itoh 
et al, US 5,024,905 has been withdrawn in view of the arguments filed June 16, 2009. 

The non- statutory obviousness-type double patenting rejection based on co-pending 
application 1 1/341,139 has been withdrawn in view of the applicants' amendment filed June 16, 
2009. 

Examination on the Merits 
Claims 1-2, 5-9, and 74-94 are presented for examination. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-2, 5-9 and 74-94 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Itoh et al., US 5,024,905 in view of Ovshinsky et al., US 2003/0050188. 

Regarding claims 1 and 7-8, Itoh teaches an electrocatalyst comprising Pt and Cu 
(column 9, lines 54-55) with 40 to 70 at% for Pt and 9 to 27 at% for Cu (abstract). Thus, the 
claimed 50 to 80 at% for Pt is overlapped. Prima facie obviousness exists, because both the size 
and the at% disclosed by Itoh overlap the size and at% ranges recited in the instant claims. 

It would have been obvious to one skilled in the art to have selected the claimed range 
from the disclosed range of Itoh because Itoh has disclosed the same utility in the whole 
disclosed range. See MPEP 2144.05(1). 

Itoh further teaches electrocatalyst composition of the alloy particles having a size of 25 
to 50 angstroms (col. 9, lines 54-55). 

Itoh does not explicitly teach the electrocatalyst alloy particles have an average particle 
size which is less than 25 angstroms . However, Ovshinsky teaches platinum (par. 35) 
electrocatalysts (par. 3) having an average particle size from 10 to 30 angstroms (par. 32). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the electrocatalyst of Itoh to the 10 to 30 angstroms average particle size as 
disclosed by Ovshinsky to eliminate the "bulk" waste of the expensive metals such as platinum 
and maximize the surface area of the electrocatalyst (par. 35) to achieve a higher catalytic 
activity. 
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In claim 7, the limitation the concentration of platinum in the electrocatalyst alloy 
particles is greater than about 60 atomic percent and less than about 80 atomic percent is also 
overlapped and prima facie obviousness exists as stated above. See MPEP 2144.05(1). 

In claim 8, the limitation the concentration of platinum in the electrocatalyst alloy 
particles is greater than about 65 atomic percent and less than about 75 atomic percent is also 
overlapped and prima facie obviousness exists as stated above. See MPEP 2144.05(1). 

With regard to the limitation for use as a catalyst in oxidation or reduction reactions , the 
limitation merely states the purpose or intended use of the invention, rather than any distinct 
definition of any of the claimed invention's limitations. See MPEP 21 1 1.02(11). 

Regarding claims 2 and 76-77, Itoh teaches the claimed sum of greater than about 95 
at% of Pt and Cu, which overlaps the claimed range because the outer ranges of both Pt and Cu 
when added amount to 97 at%. 

In claim 76, Itoh teaches an electrocatalyst composition wherein the concentration of 
platinum in the electrocatalyst alloy particles is 40 to 70 at% (abstract) which overlaps the 
claimed greater than about 60 atomic percent and less than about 80 atomic percent . 

In claim 77, Itoh teaches an electrocatalyst composition wherein the concentration of 
platinum in the electrocatalyst alloy particles is 40 to 70 at% (abstract) which overlaps the 
claimed greater than about 65 atomic percent and less than about 75 atomic percent . 

Prima facie obviousness exists, because both the size and the at% disclosed by Itoh 
overlap the at% range recited in the instant claims. It would have been obvious to one skilled in 
the art to have selected the claimed range from the disclosed range of Itoh because Itoh has 
disclosed the same utility in the whole disclosed range. See MPEP 2144.05(1). 
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Regarding claims 5-6 and 74-75, Ovshinsky teaches the average particle size from 10 to 
30 angstroms (par. 32), which overlaps the claimed 20 angstroms of claims 5 and 74 and 15 
angstroms of claims 6 and 75. See MPEP 2144.05(1). 

Regarding claims 9 and 78, Itoh teaches a platinum alloy electrocatalyst (abstract) that 
is deposited on an electrically conductive carrier (column 5, lines 14-16). 

With regard to the limitation for use in electrochemical reactor devices , the limitation 
merely states the purpose or intended use of the invention, rather than any distinct definition of 
any of the claimed invention's limitations. See MPEP 2111 .02(11). 

Regarding claims 79-94, Itoh in view of Ovshinsky teach particle distribution of the 
electrocatalyst alloy (table 2 of Itoh) that overlaps the following: 

In claims 79-82 and 87-90, the claimed 75. 80. 85. and 90% of the particles that are 
within 75 to about 125% . and 

In claims 83-86 and 91-94, the claimed 75. 80. 85. and 90% of the particles that are 
within 90 to about 1 10% of the average particle size (table 2 of Itoh), therefore the limitation is 
met. See MPEP 2144.05(1). 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

Claims 1, 5-8, and 74-75 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1, 5, and 14 of 
copending Application No. 11/205,557 ('557) in view of Ovshinsky et al., US 2003/0050188. 

Although the conflicting claims are not identical, they are not patentably distinct from 
each other because: 

Regarding claims 1 and 7-8, '557 teaches the platinum and copper catalyst, wherein the 
composition of platinum is from 50 to 80 at% (claim 1). 

In claim 7, the limitation the concentration of platinum in the clcctrocatalyst alloy 
particles is greater than about 60 atomic percent and less than about 80 atomic percent is also 
met (claim 5). 

In claim 8, the limitation the concentration of platinum in the electrocatalyst alloy 
particles is greater than about 65 atomic percent and less than about 75 atomic percent is also 
met (claim 14). 

'557 does not teach average particle size which is less than 25 angstroms in claim 1 . 
However, Ovshinsky teaches platinum (par. 35) electrocatalysts (par. 3) having an average 
particle size from 10 to 30 angstroms (par. 32). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify the electrocatalyst of '557 to the 10 
to 30 angstroms average particle size as disclosed by Ovshinsky to eliminate the "bulk" waste of 
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the expensive metals such as platinum and maximize the surface area of the electrocatalyst as 
disclosed by Ovshinsky (par. 35). 

Regarding claims 5-6 and 74-75, Ovshinsky teaches the average particle size from 10 to 
30 angstroms (par. 32). 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Response to Arguments 

Applicant's arguments filed June 16, 2009 have been fully considered but they are not 
persuasive. 

Arguments are summarized as follows: 

(I) . Applicants assert that the cited Itoh et al. reference does not disclose any composition 
comprising Pt-Cu electrocatalyst alloy particles in which the average particle size is less than 25 
Angstroms, nor does the reference even enable the ordinarily skilled person to prepare such a 
population of Pt-Cu alloy particles. 

(II) . Applicants assert that the example of Itoh that teaches 25 to 50 angstroms particle 
sizes does not meet the limitation of less than 25 angstroms, because the average crystallite size 
was 33 angstroms. 

(III) . Applicants assert that the particle size of 30 angstroms or less (col. 7, line 8-9) of 
Itoh does not disclose or make obvious the claimed composition comprising Pt-Cu 
electrocatalyst alloy particles in which the average particle size is less than 25 A since the "less 
than 30 angstroms" language does not pertain to alloys, but rather to precursor materials, i.e., 
metal compounds, that are used to prepare the alloys. 
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(IV) . Applicants assert that Itoh et al. prepared 3 1 alloys and not one of those alloys 
exhibited average crystallite size of less than 30 A, much less the claimed requirement of an 
average of less than 25 A. Moreover, the disclosure of particle sizes of "not more than 50 A, 
preferably not more than 30 A" refers only to the "catalyst precursor," i.e., the "metal compound" 
reactants and not to the final alloy product. Itoh et al.'s 3 1 production examples — none of which 
even approach the claimed average particle size limitation are substantial evidence of non- 
enablement of preparing particles having average particle sizes of less than 25 A. In view 
thereof, applicants respectfully submit that the reference does not render the claims obvious for 
the additional reason that the reference docs not enable the claimed subject matter. 

(V) . Applicants submit that Itoh et al. reference neither anticipates nor renders obvious 
the compositions of claim 1, and applicants request the rejection be withdrawn. Claims 2, 5-9, 
and 74-78 depend from claim 1 and are patentable for the same reasons as claim 1 and by virtue 
of the additional requirements therein. For example, claims 5, 6, 74, and 75 require the alloy 
particles have average particle sizes of less than 20 A, or less than 15 A. These claims are 
additionally patentable over Itoh et al. since the reference does not disclose any composition 
having average particle sizes less than 20 A nor, of course, does it enable making any such 
composition. In fact, the composition which had the smallest particle size was the pure platinum 
catalyst, having an average particle size of 23 A. 

(VI) . Applicants submit that Itoh et al. does not disclose the particle size minima and 
maxima about their average "Crystallite size" for most of their Example alloys. Additionally, 
Itoh et al. did not disclose the percentage of particles that are within particle size boundaries for 
any of their Examples. The only Example in Itoh et al. that disclosed a range is Production 
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Example 2 at Col. 9, lines 54-55 in which the particle sizes ranged from 25 A to 50 A and had an 
average particle size of 33 A. In this example, at least some of the particles observed were 50 A 
in size, which is 51.5% larger than the average "Crystallite size." Itoh et al. did not disclose, 
however, the percentage distribution of particles within the range. 
Responses to arguments are summarized as follows: 

(I) . The examiner's position regarding the average particle size of 25 angstroms or less is 
as stated in the rejection of claims 1 and 7-8 above. The examiner contends that modification of 
the particle size to make them smaller has obvious benefits such as maximizing surface area, for 
one, as disclosed by Ovshinsky. 

Further, with regard to the arguments that point out the method of preparation, the 
applicant's argument that the claimed composition has been prepared by a different or specific 
process is not persuasive. The claims are drawn to a composition and not to a process of making. 

(II) . The examiner's position regarding the less than 25 angstroms average particle size is 
as stated above in the rejection of claims 1 and 7-8. Further, just as Itoh does not expressly 
disclose that it is the AVERAGE crystallite that was 33 angstroms (col. 9, lines 48-49), one 
would stand to reason that the 25 to 50 angstroms particle size population could be composed of 
AVERAGE particles as well. 

(III) . The examiner invites the applicants to show the difference between an asserted 
catalyst precursor and the catalyst. The Examiner's position is that the catalyst precursor and the 
catalyst are one and the same. 

The examiner's position regarding the teaching of Itoh is as stated in the previous 
responses to argument. 
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(IV) . Arguments regarding the 31 examples are moot in view of the new rejection 
grounds presented above. Itoh in view of Ovshinsky teach the claimed particle sizes. 

(V) . Arguments regarding claims 2, 5-9, and 74-78 are moot in view of the new rejection 
grounds as delineated above in the rejections. Itoh in view of Ovshinsky teach the claimed 
particle sizes of 20 and 15 angstroms. 

(VI) . The Examiner's position regarding the maxima and minima is delineated in the 
rejection of claims 79-94. Since Itoh in view of Ovshinsky teach the claimed particle sizes, the 
claimed maxima and minima would be expected in the particle distribution of Itoh in view of 
Ovshinsky. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ALEXANDER POLYANSKY whose telephone number is 
(571)270-5904. The examiner can normally be reached on Monday-Friday, 8:00 a.m. EST - 5:00 
p.m. EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on 571-272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/ALEXANDER POLYANSKY/ /Roy King/ 

Examiner, Art Unit 1793 Supervisory Patent Examiner, Art Unit 

1793 



